REMARKS 

By this amendment, claim 1 is amended to specifically recite, SEQ ID NOS: 1 1 1 and 141 ; 
claim 16 is amended to more closely follow the examples relating to claim 1 ; claims 2, 4 and 6 
are canceled and claims 5, 13 and 67 are amended for proper dependency. Support for the 
amendment to claims 1 and 16 can be found in the original claim and in the specification, for 
example at page 66, last paragraph through page 67, third paragraph, Table 1 1 and Example 24. 
Other claim amendments are merely formal amendments to improve syntax or readability. No 
issue of new matter arises. 

Maintained Objections to the Specification 

The application was "objected to because the priority information is not listed on page 1 
of the specification." Although this objection is most clearly improper (see 37 C.F.R. 
§1 .76(b)(5): "Providing this information in the application data sheet constitutes the 
specific reference required by 35 USC §119(e) or 120, and §1.78(a)(2) or §U8(a)(5) and 
need not otherwise be made part of the specification / 9 [emphasis added]), this amendment 
includes a direction to include the requested material on page 1 of the specification. This 
amendment is made only to expedite prosecution and to illustrate Applicants' intent to 
move forward and not be caught up in inconsequential or trivial application or 
misapplication of the rules. Applicants continue to respectfully submit that inclusion of such 
data on die Application data sheet is the ailing authority. No additional possibly contradictory 
amendment should be required. If any error is found in the amendment provided above, the error 
is apparent by reference to the data sheet and therefore needs no correction. Reconsideration and 
withdrawal of this objection are respectfully requested. 

The Office Action objects to the speci fication alleging improper notation for Sequence 
Identifiers. Applicants respectfully submit that whether a period or a colon is used is not 
significant. Applicants are in fact to act as there own lexicographer and as such the selection of 
the period is proper. Other examples of the intent rather than strict letter of the rules being 
sufficient can be found, e.g., in rule 121. Amendments are not deemed non-compliant for 
capitalization or punctuation formalities. A claim amendment status identifier can be capitalized 
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and/or followed by a period; "canceled" can be spelled "cancelled" without being deemed non- 
compliant. The rules however, do not include capitals or periods and the rules use the spelling 
"canceled"! Reasonable application is the rule. 

Other guidance for reason can be found in the application of rule 825(b) which does not 
obviously apply to EFS submissions where the CRF is in fact the substitute copy of the 
"Sequence Listing". Accordingly, it is apparent that some variance is permitted (and in fact for 
EFS encouraged) by the rules. Where EFS is used no "paper" or "compact disk" is filed with the 
amendment. No statement is required with respect to "new matter". Most practitioners would 
agree that the intent of the rule is to require an assertion that no new matter is introduced by the 
submission and will include a statement to that effect. The intent is recognized despite the 
Office's neglect in updating the rules. 

In the present application changing a period to a colon for the references to SEQ ID Nos. 
would require over 300 amendments. Applicants do not have an editable electronic version of 
the English language translation. Amendment as proposed would pose an undue burden of 
unnecessary editing and risk introduction of additional error. Claim 1 was amended in the 30 
March 2007 amendment "SEQ ID No> 3" (see claim 1, line 3) to adhere to the preferred 
format. Applicants' representative is unable to find "SEQ ID No.3" as directed in the Office 
Action at page 3, penultimate line. To even more closely try to meet the Office Action's 
instruction the "o" is now capitalized. Applicants respectfully request that if the form of 
reference in the rest of the specification is deemed a technical rule inconsistency, then the 
inconsistency be considered cle minimis and application of the rule be waived. Further 
illustration of the intent rather than the letter of the rule being controlling can be found in the 
Examiner's suggestion at page 4, line 10: "SEQ ID NOS:". The rules make no provision to 
include an "S" between the "O" and the colon. This suggestion however, is incorporated in the 
amended claim 1 above. Reconsideration and withdrawal or waiver of this objection are 
respectfully requested. 
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Objections to the Claims 

All objections to the claims are believed to have been obviated above by amendment. 
Claims 1, 2, 14 and 74 are amended in accordance with the Examiner's suggestions to improve 
clarity and syntax. If the Examiner wishes to suggest further improvements, Applicants invite 
her to contact their representative at the number listed below. Reconsideration and withdrawal of 
these objections are respectfully requested. 

Maintained and Amended - Rejection under 35 U.S.C §101 

Claims 1-6, (21?) 67 and 72 were rejected under 35 U.S.C. §101 as allegedly claiming 
non-statutory subject matter. The claims are alleged to be "drawn to a host cell". Page 5, line 1 
suggests inserting "isolated". Claims 1, 2, 4-6, 21 and 67 already include "isolated" either 
explicitly or by virtue of dependent status in accordance with the Examiner's suggestion. Only 
claims 21 and 72 feature cells. Claim 3 was previously canceled. Claim 72 features a deposited 
strain; it is inherently manipulated by man. No amendment is deemed necessary. At page 5, 
paragraph 2, the Office Action notes that "rejections of record have been withdrawn and a new 
rejection has been instated." Clarification or clear acknowledgement of withdrawal of this 
rejection is respectfully requested. 

Rejections under 35 U.S.C §U2 y first paragraph 

Claims 1, 2, 4-6 and 72-77 were rejected under 35 U.S.C. § 1 12, first paragraph as 
allegedly failing to meet the written description requirement. Recitation in claim 1 of variants 
and a genus of sequences were cited as a basis for this rejection. Applicants respectfully traverse 
this rejection. "Variants" are not featured in the claims. The "genus" is a small genus of 
specifically recited and reported sequences. Thus ample evidence is shown that Applicants had 
possession of the invention claimed. Applicants cannot find language relating to "the genus of 
sequences that hybridize to the claimed sequence[s]" of claim 1 . The claim before amendment 
did not claim "any additional representative species of the claimed genus". No written 
description is required for unclaimed subject matter. The derived species due to degeneracy of 
the genetic code are well known in the art. All codons have been characterized and related to 
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specific tRNAs for the host organism. The sufficient description of the codons relating to each 
amino acid can be found in many text books and need not be repeated in every patent application. 
The allegation that the protein would not be functional is misplaced. The degeneracy of the code 
allows for an alternate codon that codes the identical amino acid to be considered equivalent to 
the one it replaces. The protein would be identical! Therefore for all the reasons of the Office 
Action the rejection is clearly improper. No reason for rejection is given for claims 2, 4-6 and 
72-77. Reconsideration and withdrawal of this rejection are respectfully requested. 

Claims 1, 2, 4-6 and 72-77 were rejected under 35 U.S.C. §112, first paragraph as 
allegedly lacking enablement. SEQ ID NO: 13 was specifically cited as involved in the 
enablement rejection. Claims no longer recite SEQ ID NO: 13. The rejection is thereby mooted. 
Claim 73 as amended no longer recites "fragments" though these were clearly enabled. The 20 
consecutive nucleotides are enabled for use as primers in association with practicing or 
modifying the claimed invention. This aspect of the rejection is thereby mooted. A lack of 
functional limitation is noted. Applicants respectfully submit that as chemical matter they 
subject matter is clearly defined. No recitation of function of a claimed composition of matter is 
required for patentability. Applicants are not clear what the "claimed variant referenced in the 
Office Action for example, at page 11, line 5. Clarification is requested if the rejection is 
maintained. The statement at page twelve, penultimate paragraph, relating to "one of the 
sequences derived from the sequences (a) due to the degeneracy of the genetic code" [Quote is 
from claim 1 , not the misquote from the Office Action.] plainly disregards the science. As 
explained above, alternate codons, i.e., the degereracy of the genetic (not "degenerate") code is 
well known in the art and has been known for several decades. To remove issues and to expedite 
prosecution, recitation relating to "at least 20 contiguous nucleotides" is removed from the 
present set of claims and will be saved for another day. Reconsideration and withdrawal of this 
rejection are respectfully requested. 

Claims 5,6, 11 and 72 were rejected apparently for alleged indefiniteness. Claim 77 is 
amended to recite "and". Claims 6 and 1 1 are canceled. "The polynucleotide" of claim 5 is the 



same "said polynucleotide" of claim 1. Applicants do not understand this objection. 
Reconsideration and withdrawal of this rejection are respectfully requested. 

Rejection under 35 U.S.C §1 02(b) 

Claims 1-4 and 73 were rejected under 35 U.S.C. § 102(b) as allegedly being anticipated 
by Hara. The rejection is maintained based on SEQ ID NO: 13. Claims, as amended, do not 
recite SEQ ID NO: 13. Claims, as amended, do not recite fragments or variants taught by Hara. 
For at least these reasons, reconsideration and withdrawal of this rejection are respectfully 
requested. 



In view of the above amendments and remarks, Applicants respectfully request 
reconsideration and withdrawal of all pending rejections. Applicants respectfully submit that the 
application is now in condition for allowance and request prompt issuance of a Notice of 
Allowance. Should the Examiner believe that anything further is desirable that might put the 
application in even better condition for allowance, the Examiner is requested to contact the 
undersigned at the telephone number listed below. 

Fees 

No fees not otherwise provided for are believed to be necessitated by the instant 
response. However, should this be in error, authorization is hereby given to charge Deposit 
Account no. 18-1982 for any underpayment, or to credit any overpayments. 



sanofi-aventis U.S. Inc. 

Patent Department 

Route #202-206 / P.O. Box 6800 

Bridgewater, NJ 08807-0800 

Telephone (908)231-3776 

Telefax (908)231-2626 

Docket No. FRAV2002/0028 US NP 



Conclusion 



Respectfully submitted, 




George S. ftnes, ReJ. No. 38,508 
Attorney/Agent for Applicant 
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